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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claims 1-13 and 22-28 have been considered. Examiner maintains the rejections presented in 
the previous action. A response to arguments section concludes the action. 

Specification 

The specification is objected to in accordance with the 35 U.S.C. 112 first paragraph enablement 
rejection. 

Claim Rejections - 35 (JSC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-13 and 22-28 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. The Specification does not provide adequate detail 
as to how the invention works. More specifically, the Specification does not provide adequate detail in 
explaining how the sequences presented on the screen are invisible to someone viewing the film in a 
theater and visible to someone viewing a copy of the film. Without presentation of adequate detail 
explaining how the invention accomplishes this critical feature, one of ordinary skill in the art would not be 
able to make and/or use the invention. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

5 

Claims 1-2,5-8,10,13,22-23,25, and 28 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Chaum, U.S. Patent No. 5,959,717. 

As per claims 1 and 22, the applicant describes a method for preventing copying of video images 
10 projected onto a screen comprising the following limitations which are met by Chaum: 

a) selecting a scanning sequence from a plurality of predetermined scanning sequences (Col 7, 
lines 31-64); 

b) projecting a plurality of colored light beams onto the screen concurrently with the images, in 
accordance with the selected scanning sequence, for a finite period of time (Col 7, lines 31-64); 

15 c) repeating steps a) and b) at least one time (Col 7, lines 31-64). 

As per claims 2 and 5, the applicant describes the method of claim 1, which is met by Chaum, 
with the following limitation which is also met by Chaum: 

Wherein at least one of the scanning sequences in step a) includes scrolling the plurality of 
20 colored light beams (Col 8, lines 51-54). 

As per claim 6, the applicant describes the method of claim 1, which is met by Chaum, with the 
following limitation which is also met by Chaum: 

Wherein at least one of the scanning sequences in step a) includes flashing the plurality of 
25 colored light beams (Col 7, lines 31-64). 

As per claims 7,8, and 25, the applicant describes the method of claims 1 and 22, which are met 
by Chaum, with the following limitation which is also met by Chaum: 

Wherein the step c) is performed when a predetermined event occurs (Col 7, lines 31-64). 
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As per claims 10 and 23, the applicant describes the method of claims 1 and 22, which are met 
by Chaum, with the following limitation which is also met by Chaum: 

Wherein the selecting step is performed randomly (Col 7, lines 55-58). 

5 

As per claim 13, the applicant describes the method of claim 8, which is met by Chaum, with the 
following limitation which is also met by Chaum: 

Wherein the predetermined event includes at least one of a predetermined level of a known color, 
a known image, a known period of time, and a mark selectively placed in the images (Col 6, lines 59-63). 

10 

As per claim 28, the applicant describes the apparatus of claim 22, which is met by Chaum, with 
the following limitation which is also met by Chaum: 

Wherein the light source includes a plurality of light-emitting diodes, wherein at least two of the 
light-emitting diodes produce two different colors (Col 7, lines 31-64). 

15 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
20 set forth in section 102 of this title, if the differences between the subject matter sought to be 

patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

25 

Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chaum. 

As per claims 3 and 4, the applicant describes the method of claim 2, which is met by Chaum, 
30 with the following limitation which is also met by Chaum: 
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Wherein the scrolling includes horizontal scrolling (Col 8, lines 51-54); 
Chaum discloses all the limitations of claim 2. Chaum also discloses the use of diagonal 
scrolling. However, Chaum does not disclose horizontal or vertical scrolling. The examiner takes official 
notice that it is well-known in the art that data may be scrolled in a horizontal or vertical fashion. It would 
5 have been obvious to one of ordinary skill in the art at the time the invention was filed to scroll data in a 
horizontal or vertical fashion because doing so is another means to effectively present an alert to a user 

Claims 9,11-12, and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chaum 
in view of Munich, U.S. Patent No. 5,182,771. 

10 

As per claims 9,11-12, and 24, the applicant describes the method of claims 8,1, and 22, which 
are met by Chaum, with the following limitation which is met by Munich: 

Wherein the predetermined event includes an aspect of the content in the image, the content of 
the image determining when a mark is to be placed in the images (Munich: Col 11, lines 3-15; Col 12, 
15 lines 60-68); 

Chaum discloses all the limitations of claims 8 and 22. However, Chaum does not disclose that 
image content can be used to determine when a mark or alert is to be placed in the images. Munich 
discloses a similar copy protection system in which image content such as scene changes are used to 
trigger a security event. It would have been obvious to one or ordinary skill in the art at the time the 
20 invention was filed to combine the ideas of Munich with those of Chaum because presenting an alert at 
notable times during a movie, such as scene changes, is another way to annoy a user of an illegally 
copied movie. 

Claims 9,1 1-12, and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chaum 
25 in view of Epstein, U.S. Patent No. 6,529,600. 
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As per claims 9,11-1 2, and 24, the applicant describes the method of claims 8 and 1 , which are 
met by Chaum, with the following limitation which is met by Epstein: 

Wherein the predetermined event includes an aspect of the content in the image, the content of 
the image determining when a mark is to be placed in the images (Epstein: Col 2, lines 55-60); 
5 Chaum discloses all the limitations of claims 8 and 22. However, Chaum does not disclose that 

image content can be used to determine when a mark or alert is to be placed in the images. Epstein 
discloses a similar copy protection system in which image content is used to trigger a security event. It 
would have been obvious to one or ordinary skill in the art at the time the invention was filed to combine 
the ideas of Epstein with those of Chaum because presenting an alert at notable times during a movie, 
10 such as during image content changes and/or scene changes, is another way to annoy a user of an 
illegally copied movie. 



Claims 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chaum in view of 
Mead, U.S. Patent No. 5,680,454. 

15 

As per claims 26-27, the applicant describes the apparatus of claim 22, which is met by Chaum, 
with the following limitation which is met by Mead: 

Wherein the processor further causes the light source to project the colored light beams onto the 
screen in accordance with a randomly selected scanning rate, for a finite period of time (Mead: Col 1, line 
20 44 to Col 2, line 6). 

Chaum discloses all the limitations of claim 22. However, Chaum does not disclose the idea of 
modifying the scanning rate. Mead discloses a similar copy prevention system in which the scanning rate 
is randomly altered. It would have been obvious to one of ordinary skill in the art at the time the invention 
was filed to combine the ideas of Mead with those of Chaum for at least the following two reasons: first 
25 modifying the scanning rate prevents a further means to annoy a user watching an illegally copied movie 
(for example, the alert may flicker) and second randomly modifying the scanning rate makes it more 
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difficult for a person making an unauthorized copy of a movie to "break" the system and make a viewable 
copy of the movie. 



Response to Arguments 

5 Applicant's arguments filed 1/9/06 with respect to the rejection under 35 U.S.C. 112, first 

paragraph, as failing to comply with the enablement requirement have been fully considered but they are 
not persuasive. 

As properly noted by applicant, the test for enablement is whether subject matter is described in 

the Specification in such a way as to enable one of ordinary skill in the art to make and/or use the 

10 invention. Examiner has rejected the claims in the previous action based on applicant's method of 

preventing copying of video images not complying with the enablement requirement. More specifically, 

Examiner has stated the following in the previous action (mailed 8/9/05): 

"The Specification does not provide adequate detail in explaining how the sequences presented 
on the screen are invisible to someone viewing the film in a theater and visible to someone viewing a 
15 copy of the film. Without presentation of adequate detail explaining how the invention accomplishes this 
critical feature, one of ordinary skill in the art would not be able to make and/or use the invention" (page 2, 
line 24 to page 3, line 2). 

Applicant contends that the Specification discloses presenting sequences in such a way that they 
20 are invisible to someone viewing a video screen and visible to someone viewing a copy of the film. 
Applicant further contends that the Specification also discloses that images are typically exposed at a 
nominal frame rate of 24 frames per second and that video recording devices typically record images at 
30 frames per second. From the above, applicant concludes that one of ordinary skill in the art would 
have been able to make and/or use the invention. 
25 Examiner respectfully disagrees. Examiner was aware of the above when the enablement 

requirement was applied. Examiner maintains that adequate detail has not been provided which enables 
the method of presenting sequences such that they are invisible to someone viewing a video screen and 
visible to someone viewing a copy of the film. Applicant's argument that the method is achieved via 
presentation of images in particular fashion does not enable one of ordinary skill in the art to make and/or 
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use the invention. It appears that applicant may be presenting the idea that the fashion the images are 
presented is related to frame rate. However, such a disclosure is akin to the presentation of a vague and 
general idea lacking adequate detail for one of ordinary skill in the art to make and/or use the invention. 
Accordingly, Examiner respectfully submits that the enablement requirement has not been satisfied. 

5 

Applicant's arguments with respect to claims 1-13,22, and 25-28 fail to comply with 37 
CFR 1.1 11(b) because they amount to a general allegation that the claims define a patentable invention 
without specifically pointing out how the language of the claims patentably distinguishes them 
from the references. Examiner respectfully submits that a presentation of the claims followed by a 
10 general allegation that the claimed invention is patentably distinct over the referenced prior art does not 
comply with 37 CFR 1.111(b). 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
15 action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
20 shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
25 be directed to Kevin Schubert whose telephone number is (571) 272-4239. The examiner can normally 
be reached on M-F 7:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Emmanuel Moise can be reached on (571) 272-3865. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 
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